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REMARKS 

Claims 1-28 and 31-38 are peudins in Ihe present application. Claims 29 & 30 
are c;mcelc(l, and claims 1, 15, 16, 18, 19, 33, 34, 36, 37 & 3S arc amended. 
RcconsidcruLion of tlic claims is respectfully roquvstcd. 
1. 35 U.S.C S 102. Alleged Anticipation 

The Examiner has rejected claims 1-2 and 7-14 under 35 U.S.C. § 102(b) as being 
allegedly anticipated by Smith ct al. (Transcodinj;, Inlcmcl Content for Hclcrogcncous 
Client Devices). This rejection is respectfully traversed. 

Wilh regard to claim I, the Office Aclion states: 

Smith et al teach a transcodcr processing system implemented 
nicthod for converting documents based on semantic chavucteristics, 
comprising (ngurc 1, his Intemct content Transcoding system, pages III- 
599 to 111-602): 

^'Receiving a request for a <Iocumcnt client" (liis client device, 
page ni-599, section 2, His rntemei content transcodcr, a policy engine 
gathers the capabilities of the client, the ne tworks conditions *uid the 
Transcoding preference of the user and publisher)" 

''Passing tho request to an origin sci-yer" (llie rcque$t from the 
client server is piissed to the publisher (server)); 

^'Performing a syntactical Transcoding on the request document 
wherein at least one semantic at least one Kcmanlic charactcrislic of the 
request document is converted" (figure 1, lu$ Internet content transcodcr, 
Section 2, page lTI-599. the system selects ihe outputting versions of the 
contents and uses a library of content analysis, filtering translation and 
manipulation routines to generate the cont{,:nt to be delivered to the client); 
and 

"Sending the requested document to the client*' (the system is able 
to retrieve the Internet content, analyze an^l transcodc it and deliver it to 
the client, 111^599-111-600), 
Office Action dated July 21, 2003, page 2. 

Claim 1 reads as follows: 

1 . A transcoder processing system implcniented method for converting 
documents based on semantic characteristics, comprising: 

receiving a request for a document from a client; 

P<i5sing the request to an origin sawcv; 

receiving the requested document from the origin server; 

dctcmiining Infomiation regarding each semantic characteristic of 
a requested docunu^nt wh erein the in fonnai.ion regar ding each s cmaTitjc 
cliat actcrisiic i s c ontained w ith in a sema nt i c tag in the r e quested 
docnm cnt; 
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performing a synlaclical trnjiscoding an the rcqucsitjti documcnL, 
wherein al least one semantic characteristic of the requested document is 
converted bas ed on the infofmation reg ardi ng each semantic charact crjstjc 
of the requ est ed documen t: and 

sending the requested document with the at least one converted 
semantic characteristic to the client, (emphasis added) 

A prior art rcfci-cnce anticipates the claimed invention under 35 U.S.C. § 102 only 
if every element of a claimed invention is idculically shown in that single reference, 
airangcd as they are in the claims. /// re Bond, MIO F.2(l 831, 832, 15 U.S.P.Q.2d 1566, 
1567 (Pcd. Cir. 1990). All hmitations of the claimed invention must be considered when 
detenninins patonlability. />? re Low^^y 32 F.3d 1579, 1582. 32 U.S.P,Q.2d 1031. 1034 
(Ixd. Cir, 1 994). Anticipation focuses on vi^hcther a claim reads on tlic product or process a 
prior ai t reference discloses, not on what the rcrercnce b:\>adly teaches, Kalnuin v, 
Kimbcrly-aark Corp,, 713 P.2d 760. 218 U.S.l>.Q. 781 (Fed. Cir. 1983). Applicants 
respectfully submit that Smith el al does not identically show every clement of the 
claimed invention airanged as they are in the claims. Specifically, Smith does not tc^ch a 
transcoding processing system wherein the infonnntion regarding each scmanltc 
characteristic is contained within a scni;intic tag in (he rcqucstctl document. 

Smith broadly teaches an internet transco;lcr but is more specifically directed to 
an TnfoPyrannd transcoding scheme to manipulate internet data so as to properly display 
cnstomi/ed web content on a variety of client tlevices. Web content is gathered and 
formatted into the InfoPyramid. A policy engine gathers the capabilities of the client 
device, network conditions, and user preferences. The system then selects the best suited 
output version to display. Such formatting can include a change in modalities such as a 
video clip to aji audio clip, or a chajige in fidelity such as lossy compression of a video. 

The Office Action alleges that Smith teaches all of the features of independent 
claim K Applicants respectfully disagree. Specifically, Smith docs not teach a 
transcoding processing system wherein the infonnation regarding each semantic 
cliaraclcristic is contained within a semantic t;ig in the requested document. The 
Ex:u)iincr alleges that Figure 1 and Section 2 on pages 111-599 and 111-600 teach this 
feature. The text as cited by the Examiner for allegedly teaching this feature reads as 
follows: 
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Figure 1 illuslraLcs Ihe proposed Tntemct conlcnl transcoding 
syslciu. Tlio system rclricves and analyzes Ihe Internet content and ingests 
it into llic TnroPyramtd forniat. A policy tmgine galhcre the capabililics of 
the client, the network conditions and tho transcoding preferences of the 
user and publisher. Tliis infoiiTiation is used to define the transcoding 
options for the client. The systeni then selects the output versions of the 
content an<l uses a library of content analysis, filtering, translation and 
nianipnlation routines to generate the cojUenl to be delivered to the clicDt 
device. 

The Internet cojitcnL Lranscoding system may be deployed at the 
sci-ver, proxy or client. Deployed at the proxy, the system is ablo to 
retrieve tlie internet content, analyze and Iranscodc it, and deliver the 
results to the client, on-thc-fly, Deploycil at the server, the system can be 
used in the content publication process. The system can pre-matcriali/e 
the alternate versions of the Tntcmct content and store them on the server, 
In this case, the system merely selects the versions of the content to 
deliver to the client. In some cases, ihe transcoding system can be 
deployed at the clicnl to customize the content display, such as according 
to the user preferences, as long as the clicnl has sufficient capabilities. 

Nowhere in this text or nnywherc else in the this reference does Smith teach or 

suggest the use of semantic tags. While Smith teaches a system that is capable of 

converting content between modalities as well rts changing the fidelity, Smith clearly 

docs not teach the use of semantic tags. Tlic present invention's specification, on the 

other hand, notes that semantic tags inay be used to deleiiiiinc document attributes: 

Tlic semantic-crawler might also tag each word dealing with 
certain scmnnlic characteristics, such as time, date, monetary units, or 
units of measure. In so doing, the transcoding proxy need only search for 
the tagged tcrnis and words, and convert the terms according to the user 
preferences, 

TI1U.S,, as Sniitli fails to teach the claimed feature of a "requested document 
wherein the iiifonnation regarding each semantic characteristic is contained within a 
semantic tag in the rcqucslctl document,'' Smith fails to anticipate the present invention as 
recited in claim 1. 

Moreover, Smith does not teach, suggcfl, or give any incentive to make the 
needed changes to reach the presently claimed invention. Absent the Examiner pointijig 
out some teaching or incentive to implement Smiili to include the use of semantic tags in 
semantic character recognition, one of ordinaiy skill in the art would not be led to modify 
Smith to reach the present invention when the reference is examined as a whole. Absent 
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some teaching, suggeslion. or incentive to modify Smith et al. in this manner, the 
presently claimed invention can be reached only tlirough an improper use of hindsight 
iwiny the Applicants' disclosure as a template to make the necessaiy changes to reach the 
claimed invention. 

In view of (he above, Applicants submit that Smith ct al does not teach each and 
every feature of independent claim 1 as required under 35 U,S.C. § 102(b). Al least by 
virtue of llieir dependency on claim 1, Smith ct al docs not teach each and every feature 
of dependent claims 2-14. Accordingly, Applicants respectfully request withdrawal of 
the rejection of claims 1-14 under 35 ILS.C. § 102(b). 

I'urthciinore, with regard to claim 2, the Office Action alleges that Smith leaches 
(he feature ^'receiving at least one semanlic characicristic preference from the client, 
wherein the at least ojic semantic characteristic is nutomatically converted based on the at 
least one semantic characterisUc preference,'* in Figure 1 and Sectioji 2 of Smith, 
Applic.ints rcspcclfiiUy disagree and furlhcmiore, direct the Examiner to the detailed 
discussion on both Figure 1 and Section 2 as noted above. Smith does not teach 
receiving at least one semantic characteristic preference from the client Smith merely 
suygcsts semantic characteristics maybe used in toxt summari/alion and language 
translation. However, there are multitudes of way;; to accomphsh text summari/alion and 
language Irajislation of a document. 

Simply suggesting the use of semantic chaiactorislics does not imply that a client 
defines the preferences. For example, a proxy server may instead define the necessary 
language translation of a document based on the location of the scrvei', Fiurthennorc, 
Smith docs not suggest that "his client preference" (as the Exajnincr refers to it) pertains 
to semantic characteristic preferences in any way. Smith simply stales **Both the 
publisher and uslt may have preferences for how tiie content is ti-anscoded." This is a 
very broad statement that does not deem the use of semantic characteristic preferences as 
inlierent in Smith. Because Smith's teachings as to the use of semantic features is so 
viigue, one can not extract that semantic characieri dic preferences are set by the client 
because this feature is not taught anywlicre in the leferencc. 

Regarding claims 7 and 8, the Office Action alleges that Smith teaches that a 
semantic characteristic is in conformance with govcnunental regulations of the requested 
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(lociiincnts. Applicants respcclfully disagree. Tho Examiner alleges Uiis is anticipated 
because the "transcoding proxies gcixeratcs and selects versions of the content according 
to policies (governmental regulations)." 

A policy engine is not related to govcrnnicnial rules and regulations. Rather, it is 
a mcchanisni to determine and solve various network issues based on an established 
policy. A policy is a set of mles for the (ranscodc- to follow when handling network 
traffic. A policy can be rule based, case based, probability based, etc. This is a known 
definition to one of ordinary skill in the art and thus, the Examiner has interpreted the 
meaning of a policy, in this context, inconrcclly. Moreover, a review of section 4 in 
Smith will conlinn the assertions made by Applicants regarding the definition of a policy 
and a policy engine. Applicants submit that Smitli makes no mention of government 
regii lations wi thin section 4, or anywhere else in tiie reference for that matter. Therefore. 
Applicants respectfully submit that Smith docs not teach or suggest the features ofclaims 
7 and 8. 



Tl. 35 IJ.S.C. S 103. Alleged Obviousness 

The lixatniner has rejected claims 3-6 under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over Smith ct al (Transcoding Tntenul Content for Heterogeneous Client 
Devices). This rejection is respectfully traversed. 

With regard to claims 3 and 4, the Office Action states: 

Smith ct al teach the semantic characteristic preference specified by the 
user (his transcoding preference of the user) but does not explicitly leach 
.semantic charactcri-stic preference spccificti by a client is readability level 
of the requested document". However, Official Notice is taken that this 
feature is well known in the linguistic art. Therefore, one having ordinary 
skill in the art at tlio time the invention was made would have it obvious to 
rccogni7.c<1 that the chajaetcristic proferency oflhe user could be the 
readability level oflhe requcstctl document because it would allow 
facilitate the reading and the understanding of Uie document. 

Applicants agree with the Office Action that Smith docs not teach that a semantic 
charactcrish'c preference specified by the client is readability level of (he requested 
document. Rather than actually finding this feature in any secondary reference, however, 
the lixamincr merely alleges that this feature is old and well known. Applicants 
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rcsi)ccirully disagree and request lhai the Examiner cite a reference in support of the 
allegation Ifiat this feature is old and well known, 

Applicants direct the Examiner to page 10, lines 18-25 of the specification as an 
exemplary embodiment for the purpose of clnrilicalion on the context of the term 
readability level; 

A finh-gradc student has a different level of language skill than an English 
Ph.p, However, ibey may both need to rend an article on the same topic on 
thc3 internet, A document on (he selected topic coidd be presented at various 
readability levels, either by dynamic conversion to various readability levels 
or via muhiple 5l<itic versions, each with an associated readability level 

Willie the general concept of readability may be oM and well known. Applicants 
respectfully assert thai transcoding a document based on readability level is not. 
Furthermore, this is not the problem that Smidi is concerned with and thus. Smith docs not 
even suggest including readability level as a semantic characteristic prefercnce, Tliereforc 
Applicants respectfully submit Uiat Smith docs not Leach or suggest the features of claims 3 
and 4. 

With regard to claims 5 and 6, the Office Action states; 

Smith ct al teach the sen)antic characteristic preference specified by the 
user (his transcoding preference of the usci ) but does not explicitly teacli 
semantic characteristic preference specified by a client is locale. 
However, Official Notice is taken that this feature is well known in the 
h'nguistic art. Therefore, one having ordin.iiy skill in the art at the time the 
invention was made would have it obvious to recognize that the 
characteristic preference of the user could he the locale because it would 
ffjcilitfltc the understanding of the docunier'it in a locale which the user is 
famiharize with. 

Applicants agree with the Office Action th:it Smith does not teach that a semantic 
characteristic preference specified by the client is cheat locale. Rather than actually 
finding this feature in any secondary reference, ho\v^cvcr, the Examiner merely alleges 
that this fealurc is old and well known. Applicant*? respectfully disagree and request that 
the Examiner cite a reference in support of the alU gation that this feature is old and well 
known. While the general concept of locale characi eristics may be old and well known, 
Applicants respectfully assert that transcoding a document based on locale is not. 
Furthermore, this is not the problem that Smitli is concerned with and thus, Smith does not 
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oven suggest including locale as a semantic characicrislic piefcrcnce. Therefore Applicants 
respectfully submit lhat Smith docs not teach or sitt^gcst Ihe features of claims 5 and 6. 

Since the Examiner fails to cite any rcfcrciicc that teaches or suggests the specific 
features of claiiiis 3-6, and merely makes an allcg.\tion without any supporting evidence* 
the Examiner has failed to establish a prima facie case of obviousness with regard to 
claims 3-6. Thus, unless the Examiner is able to cite a reference in support of the 
allegations made with regard to claims 3-6 then Applicants are entitled to a grant of 
patent on claims 3-6. 

I hc initial burden of establishing a prima facie basis to deny patentability to a 
claimed invention is always upon llie Patent Ofncc. //; re Oeiiker, 977 F.2d 1443, 1445, 24 
U,S.P.Q.2d 1443, 1444 (Fed. Cir, 1092); In rePiay,rh\ 745 F.2d 1468, 1472, 223 US.P.Q. 
785, 788 (I'cd. Cir, 1984). A prima facie case of obviousness is established when the 
teachings of the prior art itself suggest the claimed subject matter to a person of ordinary 
skill in the ail. In re Bell, 991 F.2d 781, 783, 26 lJ.S,P,Q.2d 1529, 1531 (Fed. Cir. 1993). 
Only when a prima facie case of obviousness is established docs the burden shift to tltc 
applicant to produce evidence of nonobviousncss. In re Oedker, 977 F.2d 1443, 1445, 24 
U.S.P,Q.2d H43, 1444 (Fai, Cir. 1992); In reRijckaerU 9 K3d 1531, 1532, 28US.P.Q.2d 
1955, 1956 (Fed. Cir. 1993). If the Patent Office docs not produce a prima facie case of 
impatenlability, then without more the applicant is entitled to giant of a patent. In re 
Octiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 144.), 1444 (Fed. Cir. 1992); In rc Grabiak, 
769 F.2d 729, 733, 226 U.S.P.Q. 870, 873 (Fed. Cir, 1985). Applicants respectfully submit 
that Smith docs not teach or suggest all of tlic fcaHires cited in clahns 3-6, the Examiner has 
failed to cite a reference that teaches or suggests Ihese features, and thus, ApplicaiUs arc 
entitled to grant of a patent on claims 3-6. 

In view of the above, Applicants respectfully submit that Smith docs not teach or 
suggest the features of claims 3-6. Furthennore, the Office Action has failed to set forth 
a prima facie case of obviousness because the rcjcclion of claims 3-6 is based completely 
on unsubstanliatcd allegations made by the Examiner rather than any explicit teaching or 
suggestion in any prior art reference. Accordingly, Applicants respectfully request 
withdrawal ofthc rejection ofclaims 3-6 under 35 U-S.C. § 103(a) 
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IIL Rejection of Claims 15-38 

Tiic Examiner Jias rojccled claims 15-38 alleging that they aie in the same scope 
and conlcjil o^; claims 1-14. I'his rcjcclion is rcspvclfully traversed. 

The Hxainiticr has failed to properly addrcKs claims 15-38. Tl is unclear under 
which category of rejections each of these claims fall, i.e. 35 U.S.C, § 102 or 35 U.S.C. § 
103 since some of claims 1-14 aic rejected under 35 U.S.C. § 102 and some arc rejected 
under 35 U.S.C. § 1 03. AppHcjints respectfully request the Examiner to address each of 
these cIaim^J, clearly indiootc which sections of 35 U.S.C, Ihe claims are rejected under, 
and cite a specific area in (he ryfercncc that teaches or suggests the features of claim.s 15- 
38. 

Claim 15, which is reprcsen(ativc of claim 33 wilh regard to similarly recited 
subject matlcr, reads as follows; 

15. A transcodcr processing system implemented metliod for converting 
docunienis based on semantic clwactcrislics, comprising; 

j:ggcJ.Yin£_aUcast^. pre f erence from a 

chcnlwhercjn.the semanti c characte ristic I '.rcfer ence is selected from tlie 
fapupjTicliLdijigj:ca^ 
regulations; 

syntactically transcoding a document; and 
convcrtini5 at least one of the semantic characteristics of the document, 
whci-ciii converting is based on the at least one semantic characteristic 
preference, (emphasis added) 

For the same reasons as set forth above regarding readability level, locale and 
govcrnn\ent regulations, Smith docs not te^ich (hat a sema ntic characteristic p rcfcrc>ncg is 
$eloclcd from the groua including reada bilitv bveh locale and compliance with 
government regulations. Farticubrly, claims 3 ant! 4 recite the feature ofreadability as a 
semanlie characteristic. The Examiner has taken (Official Notice that this feature is old 
nnd well knowiL Applicants respectfully disagree. While the general concept of 
readability Jiiay be old and well blown. Applicants respectfully assert that transcoding a 
docimicnt based on readability level is not. Furthermore, this is not the problem that Smith 
is concerned with and thus. Smith does not even su^^gest including readability level as a 
semantic characteristic preference. 

Similariy, clain3S 5 and 6 recite the feature of locale as a semantic characteristic. 
The Examiner has taken Official Notice that this fenture is old and well known. 
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AppJicmils respectfully disagree. While Uic gener;il concept oriocale characteristics may 
be old and well known, Applicants rcsiiectfully assort thai transcoding a document based 
on locale is not. Furthcraiore, this is not the problem that Smith is concenied with and 
lluis, Siniih docs not even suggest including locale as a semantic charactcrislic preference. 

In addition, claims 7 and 8 teach Die feature of using compliance with government 
regulations as a semantic characieristic. The Exantincr alleges this is anticipated because 
the *'lranscoding proxies generates and selects versions of the content according to 
policies (govcmmcntal regulations)," Applicants respectfully di.sagiee. As set forth 
above, a policy engine is not related to govemmcjttal rules and regulations. Rather, it is a 
mccbanisin to delemiinc and solve various nctwoik issues based on an established policy. 

Jn view of tlic above, Applicants submit tliat Smith docs not teach or suggest each 
and every feature of independent claims 15 and 3:t as required under 35 U.S.C. § 103(a). 
At least by virtue of their dependency on claims 1 5 and 33, Smith docs not leach each 
nnd evciy tcalure of dependent claims 16, 17, 34 find 35. Accordingly, Applicants 
respeclfully request withdrawal of the rejection ofclaims 1 5-1 7 and 33-35 under 35 
U.S.C. § 103(a). 

Addilionally, Applicants submit that Smith does not suggest making the necessary 
modifications to reach the features ofclaims 15 and 33. Absent the Examiner pointing 
out sonic leaching or incentive to implement Smitli to receive at least one semantic 
characteristic preference from a client wherein the semantic characteristic is selected 
from the group including readability level, locale and compliance with government 
rci'julntions, one ofordinaiy skill in the art would not be led to modify Smith to reach the 
present invention when the reference is examined as a whole. 

Claim 18, which is representative ofclaims* 36 and 38 with regard to similarly 
recited .subject matter, reads as follows: 

J 8, A transcoder processing system implemented method for converting 
documents based on semantic characteristics, comprising: 

requesting a document from an orij/in server from a client; 

tr ansmitting a t , lea st one sem antic c haracteris tic t ^refeience fi^on ia 
client, whe rein the at lea st one semamic chn ractcristic pr e ference is one of 
readabilil v leve l. locale nnd com nllance wi lh go vernmental regulations : 
and 
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receiving (he document, wherein tLc documcnl has been 
synlacticflliy Iransicoded and converted using die at least one scmanlic 
characleristic preference, (emphasis added) 

For the some reasons as set forth above. Smith docs not leach at least one 
semantic characteristic preference is one of readability level, locale and compliance with 
govcmiTicnlal regulations. Specifically* the argument set forth with regard to claims 15 
and 33 apply equally to claims 18, 36 and 38. 

hi view of the above, Applicants submit HkiI Smitli does not teach or suggest each 
and every feature of independent claims 1 8, 36 and 38 as required under 35 U.S.C. § 
103(a). Accordingly, Applicants respectfully request withdrawal of the rejection of 
claims 18, 36 and 38 under 35 U.S.C. § 103(a). 

Additionally, Applicajits submit lhat Smith docs not suggest making the necessary 
modifications to reach the features of claims 18, 36 aiid 38. Absent the Examiner 
pointing out some teaching or incentive to implcnvcnt Smith to transmit at least one 
semantic characteristic preference from a client, wherein the at least one semantic 
cl)aracteristic preference is one of readability level, locale and compliance with 
governmental rcgidalions, one of ordinaiy skill in ihc art would not be led to modify 
Smith to reach the present invention when Ihc reference is examined as a whole. 

Regarding claims 19 and 37, the Examiner has not specifically addressed these 
claims. However, claims 1 9 and 37 recite similar subject matter to claim 1. 'Ilicrcrore 
claims 19 and 37 are allowable due to similar reasoning as set forth above. 

In view of the above, Applicants submit thnt Smith docs not teach or suggest each 
and every feature of independent claims 19 and 37 as required under 35 U.S,C. § 103(a). 
At least by virtue of their dependency on claim 19, Smith does not teach each and every 
feature of dependent claims 20-28, 31 and 32. Accordingly, Applicants respectfully 
request withdrawal of the rejection of claims 19-28, 31, 32 and 37 under 35 U.S.C. § 
103(a), 
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III. Conclusion 

Tt is rcspcctiully urged that tlic subject application is patentable over Smith and 
now in condition fov allowance. Tlie Examiner is invited to call the midersigned at the 
bclow-listcd telephone number if in the opinion oflhc Examiner such a telephone 
conference would expedite or aid tlie prosecution iuid examination of this application. 



Respectfully submitted, 

SlcpLii J. Waldcr, Jr. / 
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